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1. Introduction to Ignite technology transfer Office (TTO)

This handbook has been developed by the Ignite Technology Transfer Office (TTO) for NUI
Galway staff and students who have developed a new technology or invention that they
would like to commercialise. It should be used as a guide for all entrepreneurial researchers
to gain an understanding of the protection process, best steps to take and benefits of being
commercially oriented. The Ignite TTO team is available to advise and support the staff
member or researcher throughout the commercialisation process, from protecting the idea to
exploitation of that idea through licensing or as a new business venture.

As a research intensive organisation, NUl Galway has a strong commitment to supporting
technology development leading to knowledge transfer and commercialisation, through the
TTO. The dedicated team has set high targets for the coming years as we strive to intensify
value creation into the process while at the same time surpassing the set deliverables in
relation to the number of disclosures, new licence agreements, spin outs, industry/university
collaborations and other research funded projects.

Ireland needs to plan for the future and create graduates who are entrepreneurial thinkers and
entrepreneurial doers particularly those graduates who would not have a traditional business
education. Ireland is now investing through universities in expanded research programmes
aimed in part at new technology discovery and development. R&D is recognized as a
promising source of economic growth, to fulfil that promise commercialisation of the
research results must occur.

To assist in this area, our experienced Ignite TTO team offers an innovative and supportive
environment to assist inventors, researchers and entrepreneurs in pursuing their technology
development from disclosure right through to commercial success. NUI Galway has been
very supportive of the TTO by providing resources, of a director & four staff members all
focused on a commercial agenda for NUI Galway. This has been further enhanced by the
support of Enterprise Ireland (El) through the EI Technology Transfer Strengthening Initiative
where funding has been allocated for three dedicated commercialisation executives and a
legal contracts manager.

This handbook aims to give the reader an introduction to the process, benefits and issues
involved in protecting and commercialising technology. It should be used only as a reference
document to guide you through the possible commercialisation models available and to direct
you to the Ignite TTO team who will help you to evaluate the potential of your technology
development and assist you in bringing the invention to market on behalf of NUI Galway.
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2. Ignite TTO Services

The Ignite TTO team provides internal information such as policy and procedural information
to NUI Galway researchers and to external companies wishing to avail of Ignite TTO services.
The team offers an innovative and supportive environment to assist inventors, researchers
and entrepreneurs in pursuing their technology development from disclosure right through to
commercialisation. Figure 1 illustrates the available services.
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Figure 1: Services at Ignite TTO
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3. Ignite TTO Team

N\

Dr Jacinta Thornton
Acting Director
+353-91 495684

Jacinta.thornton@nuigalway.ie

N\

Fiona Neary

Business
Development Manager
+353-91 492400

fiona.neary@nuigalway.ie

N\

Ruairi Friel,
Commercialisation
Executive
+353-91-495826
ruairi.friel@nuigalway.ie

N

Dr. Seamus Coyne
Commercialisation
Executive

+353-91 495663
Seamus.coyne@nuigalway
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N\

Neil Ferguson,
Commercialisation
Executive

+353-91 493237
neil.ferguson@nuigalway.ie

N\

John McGuire,
Commercialisation
Executive
+353-91-495821
john.mcguire@nuigalway.ie

Lily O&6Bri e
IP & Commercialisation
Contracts Manager
+353-91-495683
lily.obrien@nuigalway

N\

Ms. Ann Byrne,
Administrator

+353-91 493694
ann.byrne@nuigalway.
ie

N\

Ms. Patricia Walsh
Administrator
+353-91 493694

ann.byrne@nuigalway.ie
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4. Ignite TTO Tec hnology Roadmap

Ignite TTO is responsible for providing assistance and support in order to protect new
technologies and inventions created at NUI Galway, but also to support the creation of new
companies or technology licences. The following Technology Roadmap outlines the
key areas of focus at Ignite TTO.

4.1 Generatio n of IP

Basic Research

Applied Research

Collaborative Research

IP Awareness Workshops

IP Mining

IP Committees

Ignite TTO Road Shows

Joint Ignite TTO Academic Meetings

4.2 ldenti ficatio n & Protection of IP

Invention Disclosure

Commercial Evaluation

Technical Evaluation

Develop IP Strategy

Develop Commercial Strategy

IP Protection Options (Patent, Trademark, Copyright, Designs)

4.3 Commercialisatio n Steps

Analyse Product Offering

Define Technology Offering (Single Technology, Platform Technology)
Complete Initial Market Assessment (Define Customer Requirements)
Identify Potential Industry Partners

Complete Market Validation

Define Project Team

Ignite Eco-System (Commercialisation workshops & Mentoring)

Define Early-Stage Pitch

Select Research Grant (Proof of Concept, Commercial Fund Technology
Development, Seed Plus, Innovation Partnership)

Complete Agreement Negotiation (Licence Agreement, Shareholders Agreement)
Secure Campus Incubation Hot-Desk Facility

Provide Business Mentoring and Sector Expertise

Engage with Funding Bodies

Engage with Potential Investors

Company Formation

Continuous Ignite TTO Support
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Figure 2 : Ignite Technology Roadmap

5. First step in discovery and protection of your idea

Disclosing your idea to Ignite TTO is the first step to protection. The Office has
developed a simple but effective Identification Disclosure Form (IDF) for you to use
when thinking commercially about your potential new concept / product / process. An
example can be found in the Appendix section and can be downloaded from our
website at: (http://www.nuigalway.ie/businesadustry).

6. Intellectual Property (IP) Explained

Core to commercialisation is the generation and execution of Intellectual Property (IP) which
is supported through the Ignite TTO. The Ignite TTO team works internally with
technologists in the generation and protection of IP, defining project plans and putting in
place the foundations to guide the technologist along a commercialisation path.

The Ignite TTO team delivers a key message to the academic environment: i T get an
innovation to market you must do more than just develop a technology that works i you must
ensure your invention meets a genuine market need, protect it & exploiti t . 0

IP is the general term for intangible property rights which are a result of intellectual effort. 1P
refers to creations of the mind, including inventions, patents, know-how and trade secrets,
literary and artistic works and other copyright-protectable material (e.g., software), symbols,
names, images, and designs used in commerce. It is important to protect IP for the following
reasons:

e Contributes toward the development of a knowledge society
e Attracts and protects investment
e Ensures good return on development costs
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6.1 Requirem ents for Pat entability

INDUSTRIAL
APPLICTION

Invention not in public
domain in any way.

No written or oral disclosure
to 34 parties expect under
NDAAgreement.

No prior public use.
No sale or offer for sale.

When patent application is
filed, you are free to disclose. ’

Invention should solve a  Invention must be capable of
fechnical problem in non- o being made or used in
obvious way. i= industry (including agriculiure)

NOVELTY
INDUSTRIAL

The solution must not be
obvious 1o a person skilled in
the art.

Purely Theoretical inventions
fall foul of this exclusion

INVENTIVE STEP

<L
=
|
o
o
<

6.2 Know-How

Know-how relates to confidential technical information, formulae, trade secrets and other
confidential and proprietary information relating to a technology, product or business, whether
current or in development. For example, know-how may comprise the scientific expertise and
secret technical information required to implement an invention. Like other forms of intellectual
property, know-how can also be licensed for a fee. To do this, however, and to protect and
maintain rights in know-how, confidentiality, and disclosure only in controlled circumstances, is
essential.

6.3 Copyright

Copyright is a legal protection that applies to a number of categories of original work,
principally the traditional "artistic" categories of literary, dramatic, musical and artistic
works, and categories of work which approximate to these traditional categories.
Among the latter are computer programs, which are given written expression in
specialized languages and are, therefore, protected as "literary works" (note as a software
concern this only protects against copying). Copyright provides the owner of the work with
control over the use of the work, including the right to prevent others from copying or
adapting the work. The life of copyright protection depends on the type of work. For
example, in Ireland the copyright in literary, dramatic, musical and artistic works expires 70
years after the death of the author. As with know-how, there are no registration requirements
for copyright protection and, therefore, there are no registration fees involved.
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6.4 Trademarks

A trade mark is the means by which a business identifies its goods or services and
distinguishes them from the goods and services supplied by other businesses. The Trade
Marks Act, 1996 defines a trade mark as "any sign capable of being represented graphically
which is capable of distinguishing the goods or services of one undertaking from
those of other undertakings." A trade mark generally protects brands and acts as a badge
of origin for a particular product or service. It can consist of words, personal names, letters,
numerals, designs, logos, three-dimensional shapes or the packaging of goods and even
sounds and colours. There are certain statutory requirements for a trade mark to be
eligible for registration, in particular the trade mark must be distinctive and not descriptive of
the goods or services to which it is applied, or any character or feature of those goods
or services. The term of registration lasts for ten years from the date the application was
first filed, which may be renewed for consecutive ten year periods once the necessary filing
requirements and renewal fees are attended to.

6.5 Desig n: Registere d & Unregistere d Designs

Design refers to the appearance of the whole (or part of a) product resulting from the features
and in particular the lines, contours, colour, shape, texture or materials of the product itself or

its ornamentation. Under t he I ndustrial Designs Ac
industrial or handicraft item, including parts intended to be assembled into complex product,
packaging, get-up, graphic symbols and typographical typefaces, but not including
computer programs . Onlike patents, design rights protect the visual appearance of the
product only, not its functionality. In order to be registered as a design it must be new and
have ii ndi ehduatter . 0 So | onangs are met, regigesed designgighisr e
last for five years and may be renewed in that country or region for consecutive five year
periods up to a maximum of twenty-five years. In Europe, a system exists for the protection

of unregistered Community designs. This protection is limited in time to three years from
the date the design was first made publicly available.

6.6 Usefu | Link s on Intellectu al Property

e TTO website www.nuigalway/tto

¢ Irish Patent Office www.patentsoffice.ie

¢ UK Patent Office www.ipo.gov.uk

e World Intellectual Property Organization www.wipo.int
e European Patent Search Engine gb.espacenet.com

e US Patent Search Engine www.uspto.gov

e Delphion www.delphion.com
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7. Best Practice in IP
The following list outlines the key points for new companies to consider for best practice in IP:

e Treat IP as an asset with real financial value

¢ Review information and identify what IP exists: create an IP strategy

e Ensure IP strategy is a lead element of business strategy

e Systematically review IP portfolio

e Ensure all information is recorded and properly documented

e Carefully preserve confidentiality of new invention at least until a patent application is
filed

e Useappropriatemar ki ngs, e.g., fApatent pending, o TM o

e Use copyright notices on documents, software, web pages, databases

¢ Identify and mark confidential information as confidential

e Gather market intelligence: avoid infringement of competitord6 s | P

e Monitor competitive activities in the field and, as appropriate, enforce your IP by
pursuing infringers

¢ Engage with a reputable patent attorney

7.1 Confidentiality : a pre-requisit e for patentability

The principle of prior disclosure is at the very cornerstone of the patent system. Prior
disclosure to anyone who is not subject to an obligation of confidentiality could lead to the
failure of an application for patent protection. Unintentionally and unwisely, however, know-
how or confidential information is often freely given out and care should be taken not to do so.

Confidential information or know-how includes any information owned by someone which is
and should be treated as confidential or secret. This includes commercially or technically
valuable information, such as that described in Section 6.2 above.

Where information is being disclosed, a legal obligation of confidentiality between potential
business partners can only be created where all parties are aware of the obligation and agree
to it. In all cases, disclosure should be controlled by the parties first entering into a written
Aenfi denti al ity A ANgDiselasuneAgreaine ot 0 .

As confidential information may be patentable, the possibility of obtaining patent protection
may be reduced or even eliminated by its premature or uncontrolled disclosure. Be aware that
receiving or retaining confidential information entails taking practical measures to ensure that
confidentiality obligations are accepted and implemented by all relevant parties.

Virtually all links with external organisations will result in an exchange of
information. If the full potential of Intellectual Property is to be realised it is essential that
confidentiality be maintained at least until such time as adequate protection is in place. In
light of the foregoing, it is recommended that the following guidelines be observed:

e Be aware of the risk of "casual” visitors to laboratories or other such premises.

e Before discussing work with visitors to the laboratory or with third parties, have a
Confidentiality Agreement signed via the Ignite TTO.

e Ascertain your obligations under any contracts entered into, such as publication
restrictions.
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e Ensure, where appropriate, that any confidentiality undertaking is mutual.
e If an idea has been disclosed to third parties, it may not be capable of

receiving the full protection of the law.

e Itis not enough that the contract or research agreement specifies the obligations of
confidentiality in great detail. The terms of the contract or research agreement
must be put into practice to avoid any possible fi | e a kohimgperéant confidential
information or indeed to avoid any possible allegation of breach of contract or breach of
duty of care.

e If in doubt, consult the Ignite TTO

7.2 General Stage s of a Pate nt Application

¢ Payment of
annual
renewal
fees

¢ Patent
Office
searches

* Attorney
responds to
examination
report with
reasoned
arguments

* Patent Office
assesses
patentability
on novelty,
inventiveness,
& usefulness
criteria

* Writing,
usually
with a
Patent
Attorney

Filing Date Publication Date

Figure 5: Patent Application Stages

Drafting

Search
Examination
Prosecution
Maintenance

The precise timescale depends on the country and on whether the European Patent Office,
Patent Co-Operation Treaty, or national patenting routes have been used. Some
countries' national routes differ from the above general outline.
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8. Ignite TTO Eco-System

IGNITE Technology Transfer Office at NUI Galway offers all academics /researchers

/ entrepreneusgstiiegatec&mmer ci ali zation -lRE&ds orin

aimed to help researchers, individuals and innovative enterprises access specialist advice in
preparing their technology to become a commercially viable opportunity.

The delivery mechanism is flexible and being supported with a lot of 1-2-1 6 s and
mentors to fast track your commercial development. This offering is usually delivered over an 8
to 10 week period i consisting of one day per week contact time and some work to be
completed outside of the meet days.

We match the content to the needs of the participant to make it a more beneficial, worthwhile
programme and enjoyable learning experience for the entrepreneur. A lot of the delivery is
workshop based, hands on practical sessions as opposed to presentation format.

This offering will enable you;

e Understand the world of commericailisation

¢ Consider the options and impact of a chosen commercialisation route

e Understand support structures & key players in the commercialisation process
¢ Identify possible sources of funding available to commercialise technology

e Develop an understanding of market factors and market drivers commercially
e Assess the value of your technology

e Choose and evaluate your own pathway of progression

e Prepare a market profile in a chosen target market

e Complete a funding application

Ignite TTO team will go through the process and application with you in more detail if you
would like to know more. If you are interested in taking part in one of our Ignite eco-System
offering please contact the office for more information on when the next sessions will start.

e Contact the TTO for application forms:

0 (fiona.neary@nuigalway.ie or neil.ferguson@nuigalway.ie)

e Next Programme date is 24™ April 2013

Team | Finance | Grant Funding | Business Partners = - gense =P Collaborative Research

exper
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9. Commercialisation Options

There are two main paths technology development can take on the road to
commercialisation:

e Licensing the technology to an existing company (see 8.1)
e Starting a new company (see 8.2)

The decision of which path to take is critical and various generic elements
can effect this decision.

e The inventors own objectives

e The market niche for the technology

e The stage of technical development

e The potential reward for each option

e The types of support structures available

Ignite TTO aims to ensure that the IP output of NUI Galway is properly captured and
exploited so that it contributes to the ability of NUI Galway to compete successfully
on the global arena, which in turn strengthens the future economic prosperity
and development of the University, its staff and of the inventor themselves. The
Ignite TTO team supports the inventor through the commercialisation process.
Figure 6 outlines the process.
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D wvelop a Commercialisation Strategy
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Figure 4: Patent requirements
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9.1 Licen sing Route

A license is permission to do something the granting party (the licensor) has the right to
otherwise prohibit. In the context of intellectual property (IP) licensing, it is a grant, by the
owner of the property, to another (the licensee) of the right to use the IP in question free from
suit by its owner, pursuant to certain terms and conditions and subject to certain limitations.
Licensing is a common strategy within the industry sector, buy may also be appropriate if:
e The marketplace comprises a small number of large companies
e ltis a niche technology
e There are significant barriers to a new company entering the market
e There is a single patent
e The technology is near market and requires little further development and
investment
e A company is linked with the research either as a sponsor or interested
observer
e The technology fits an existing company's IP or product portfolio

9.2 Spin Out Route

An important university objective is to explore and pursue opportunities for the exploitation of
its intellectual property rights. For universities and its inventors, spin out companies often
provide an effective means to achieve this objective. A spin out is created when the
University creates a new company out of one of its existing departments, institutions or by an
NUI Galway inventor. A spin out company may be appropriate if:

e Entry to the market by a new company is relatively easy with few barriers

e The marketplace is fragmented with a lot of small companies

¢ The technology has many applications

e There is a portfolio of patents

e Further investment is required in the technology and associated infrastructure in order
to reach the market

e There is a group of founders motivated to start a company
o ltis likely that investment funds can be raised for a company
e There is a financial exit route for investors, including the University

9.3 Benefit s of Commercialisin g Research
Personal Benefits
e Allows academic recognition at the highest level for research efforts.

e Collaboration with industrial partners could result in financial Sponsorship of
additional research.

e NUI Galway has generous incentives in relation to the distribution of income
(See in Table 1*) for licensing technologies to third parties.

e Commercialisation of research int o d aegpvéommentis seen as important
as publications in the academic world.

e The new skills learned by the academic will generate a more commercially
minded individual, opening employment opportunities.

e Distribution of revenue from royalties is a strong incentive for inventors in
technology transfer.
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UptoOpcuhmnmmn 75% 25%
Op ¢ 0IZ@ ¢ 1 Ath | 50% 50%
0O¢ 1 filhiZa@ v m Ath 1 40% 60%
Ov 1 alZn 35% 65%
0 p h 0601 h

>0p h 00Lm h 30% 70%

Table 1: Distribution of Cumulative Net | ncome from IP licensed out by NUI
Galway**

(/n which t he University only, but not inve ntor of the IP h olds an equity position )

* Relevant Department/Institute from which inventor(s) of the IP are affiliated to, will receive from
the University share a minimum 15% share of total net cumulative income. The University will
continue to support the development of Research, Technology Transfer and Commercialisation
Activity from Central Funds.

** This reflects the policy for the distribution of licensing income (net) received by NUI Galway as
at the date of this publication and may be subject to change. For more information, please refer
to NUI Galwa y éusrent Intellectual Property Policy and Procedures (a copy of which is published
online at www.nuigalway.ie/tto) or consult the Ignite TTO.

Academic Benefits
e Equips NUI Galway with an international reputation as competent managers of
knowledge transfer and commercialisation.

e Ensures public benefits from university research.

e Enhancesthe u ni v e rresdarchyedvironment and can lead to an increase in
funded research income.

¢ A means of developing long lasting relationship with Industrial partners
e Generates revenue Income for the university.
e Itis complementary to government policy

e Meets the universityd sbligations to research sponsors or funding agencies.
e NUI Gal wagshdares of income is used to fund further research
and development, innovation, entrepreneurship, technology transfer,
commercialisation, spin out company formation and related activity

10. The importance of Market Validation

Whether you are developing a new technology/product or starting a new business it is
important that you not only identify a specific niche market to work within, but also that you
spend some time on market validation to ensure that your chosen market is, in fact, profitable.

There are four very important questions that you need to ask yourself about each niche market
idea that you choose to pursue in order to determine if it has real potential:

1. Can the market be easily defined and is it easily reachable?

You need to know where the people who make up your possible market gather online. You
should find out what publications that read, where they go online to look for or share
information, and whether or not they have clubs or events that bring them together. You should
look for groups, forums, clubs, discussion boards, and special websites where people in your
market go to connect with each other. You can do a simple Google search to get some good
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Information to start out with. You can then examine the links that are included on the resulting
web pages to get even more ideas.

2. Is the market big enough for you to make a profit but small enough that there aren't
too many competitors?

If your market contains a lot of competitors with big budgets, it might be too difficult for you to
break into successfully. A lot of solid competition is a warning sign that you should start looking
for a smaller niche with fewer players. However competition is healthy and shows that there is
a current market out there; you need to determine is the size of the market sufficient for you to
break into it as well.

3. Does this market have, and is it willing to spend, money?

Of course, you'll want to know whether or not the people in your market actually buy things.
Sites that sell products to the members of your potential niche market are a good sign. This
indicates that there is a viable market for related or improved products that you can possibly
tap into and make a profit from. These existing websites are also good candidates for joint
partnerships down the road.

4. Are the people in the market passionate about the topic or interest?
The best market is one in which the people are passionate about whatever interest or topic it is
centred around. You want to find a market in which the people are eager to get their hands on
any and all information and products relating to the specific topic or interest.

Ignite TTO have developed a Market Validation Webinar that will equip you and guide you
through the steps of how to do basic market research and validate your market opportunity.

In parallel with this webinar we have presentation and a guide hand-out with helpful Q & A in
this area, to enable you get started. This information can be downloaded from our website at:
(http://www.nuigalway.ie/businesadustry).

11. Formi ng a Company: Getting Started

Before setting up a company it is important to understand a number of key areas. Ignite TTO
Entrepreneurship Programmes (Section 9) and the Ignite TTO Team (Section 3) will help the
business founder understand the following areas in particular:

e Legal issues when starting a business
e Structuring the Business: management and ownership
e Financing the business

e Key business contacts
e Protecting Intellectual Property

e Regulatory approvals/permits
e Constitutional Documents

Before establishing a new company it is important to have an understanding of the types of
companies that exist and the features of a company, for instance:
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